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Specification 

1 . The lengthy specification has not been checl<ed to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 55- 
156431 ('431). 




'431 discloses in fig. 1-2, a capacitor, comprising: an external casing (4); a capacitor 
element (1) enclosed in the external casing; and a heat conductive material (5) having 
heat conductivity of 1 W/m-K or more, wherein the heat conductive material is disposed 
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between the external casing and the capacitor element so as to be in contact with the 
external casing and the capacitor element. Although the '431 reference does not 
expressly state that the heat conductive material has a heat conductivity of 1 W/m-K or 
more, it is understood to be an inherent feature. When the structure recited in the 
references is substantially identical to that of the claims, claimed properties or functions 
are presumed to be inherent. 

Regarding claim 2, '431 discloses the heat conductive material having heat 
conductivity of 1 W/m-K or more is a heat conductive material comprising alumina 
dispersed in a matrix material (polypropylene). 

Regarding claim 3, '431 discloses the heat conductive material having heat 
conductivity of 1 W/m-K or more is a heat conductive material in which alumina particles 
are dispersed in a matrix material. 

Regarding claim 4, '431 discloses an average particle diameter of the particle is 
between 3-4 |jm. 

Regarding claim 5, '431 discloses a content rate of the particle in the heat 
conductive material is 70 mass% or more. 

Regarding claim 6, '431 discloses the matrix material is silicone oil and/or 
denatured silicone oil. 

Regarding claim 7, '431 discloses a synthetic resin is used as the matrix material. 

Regarding claim 8, '431 discloses the synthetic resin is polyolefin. 

Regarding claim 9, '431 discloses the polyolefin is polypropylene. 
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Regarding claim 10, '431 discloses the heat conductive material is in contact with 
the capacitor element by 30% or more of a height of the capacitor element. 

Regarding claim 1 1 , '431 discloses wherein the external casing is made of 
aluminum. 

Regarding claim 12, '431 discloses the capacitor is an electrolytic capacitor. 

Regarding claim 13, '431 discloses the capacitor element includes an anode foil, 
a cathode foil, and a separator disposed between the anode foil and the cathode foil. 
4. Claims 14-15, 17, 30-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 05-243102 ('102). 




ib) 

'102 discloses in fig. Ib, an electrolytic capacitor, comprising: an external casing 
(1) made of aluminum (see example - paragraphs 10-12); and a capacitor element (2) 
enclosed in the external casing, wherein an external peripheral surface of the external 
casing is covered with an insulation film (see paragraphs 10-12). 

Regarding claim 15, '102 discloses the insulation film is an aluminum oxide film 
(paragraphs 10-12). 
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Regarding claim 17, '102 discloses a capacitor comprising an external casing 
made of aluminum; and a capacitor element enclosed in the external casing, wherein an 
external peripheral surface of the external casing is covered with an anodic oxide film 
formed by a surface treatment. 

Regarding claim 30, '102 discloses the capacitor is an electrolytic capacitor. 

Regarding claim 31, '102 discloses the capacitor element includes an anode foil, 
a cathode foil, and a separator disposed between the anode foil and the cathode foil. 
Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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7. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 05- 
243102 ('102). 

'102 discloses the claimed invention except that the thickness of the alumina film 
is 1 to 20 |jm. 

It would have been an obvious matter of design choice to form the alumina film of 
'102 having a thickness of 1 to 20 pm, since such a modification would have involved a 
mere change in the size of a component, a change in size is generally recognized as 
being within the level of ordinary skill in the art. In re. Rose, 105 USPQ 237 (CCPA 
1955). 

8. Claims 20-24, 26-29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 05-2431 02 ('1 02) in view of JP 55-1 56431 ('431 ). 

'102 discloses the claimed invention except that the capacitor further comprises a 
heat conductive material having heat conductivity of 1 W/m-K or more disposed 
between the external casing and the capacitor element so as to be in contact with the 
external casing and the capacitor element. 

'431 teaches that forming a heat conductive material between the external casing 
and the capacitor element so as to be in contact with the external casing and the 
capacitor element improves heat dissipation of the capacitor element. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the capacitor of '102 by forming a heat conductive 
material between the external casing and the capacitor element so as to be in contact 
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with the external casing and the capacitor element, since such a modification would 
improve the heat dissipation of the capacitor element. 

Regarding claim 21, '431 teaches that the heat conductive material having heat 
conductivity of 1 W/m-K or more is a heat conductive material comprising alumina 
dispersed in a matrix material (polypropylene). 

Regarding claim 22, '431 discloses the heat conductive material having heat 
conductivity of 1 W/m-K or more is a heat conductive material in which alumina particles 
are dispersed in a matrix material. 

Regarding claim 23, '431 teaches that an average particle diameter of the 
particle is between 3-4 |jm. 

Regarding claim 24, '431 teaches that a content rate of the particle in the heat 
conductive material is 70 mass% or more. 

Regarding claim 25, '431 teaches that the matrix material is silicone oil and/or 
denatured silicone oil. 

Regarding claim 26, '431 teaches that a synthetic resin is used as the matrix 
material. 

Regarding claim 27, '431 teaches that the synthetic resin is polyolefin. 
Regarding claim 28, '431 teaches that the polyolefin is polypropylene. 
Regarding claim 29, '431 teaches that the heat conductive material is in contact 
with the capacitor element by 30% or more of a height of the capacitor element. 
Allowable Subject Matter 

9. Claim 18 is allowed. 



Application/Control Number: 10/577,324 Page 8 

Art Unit: 2831 

10. Claim 16 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

1 1 . The following Is a statement of reasons for the indication of allowable subject 
matter: The prior art does not teach or suggest (in combination with the other claim 
limitations) a capacitor wherein the insulating film is a aluminum nitride film (claim 16); 
and a capacitor wherein an external peripheral surface of the external casing is covered 
with an aluminum nitride film formed by a surface nitriding treatment (claim 18) 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 5,587,869 - high voltage capacitor 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Thomas whose telephone number is 571-272-1985. 
The examiner can normally be reached on Monday - Friday 5:30 AM - 2:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego Gutierrez can be reached on 571-272-2245. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Eric Thomas/ 

Primary Examiner, Art Unit 2831 
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